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REMARKS 

Upon entry of the instant anoisdmeno chums 1-3, and 6-24 will remain pending til the 

' i t i l Ui ^ L< - 

The: amendments made herein o the specific it aid cliin lo c Kwrale n< 
i k( uas > k>u ,i ^ Ov , p C 

ic an l M >. < -> i d on v 

one of the spceifowoon. 

The amendments to claims 1-3 find support in original claims 4-5, which are now 
cancelled. The amendment to claim 8 finds support in original claim 21, sin© 8 of the 
specification. The amendment to claim 9, and more precisely the lower limit of 5 recited in claim 
9 is v=npo.kd by die surfactant 8-4 in Table 2 at page 36 of the «-j u . c o< ^escsn the 
«tiCOhol adauet o r PO«) hi<* \ . o an 

' ge o x < mote < the alcohol (see Table 2) 

Ke\s ; mo ; an < n» m I 1 ^a»^ pie i 1 1 / 

, 7). New claims id-! 7 find support at page 17, line 9 ofthe specification, new claim 18 nods 
support at page 23, line 23; new claim 19 finds suppojt - „ - ' , - > ? 

bottom ofthe page; new claim 20 finds support at page 17, fast line to page 18, line 5 ofthe 
spec c ion; new claim 2 supported t page 21 1 te-> s 3 5 ! ^ c cation lew < r 
22 is s ii t-u ex ;■; ?eciticaiiot rod page 23 1 en 2? x ev claim 2> s 
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S 1 { i S S -t S lip "> ^ - > 

u s us 1 k an nils spe . v-. . ires* 

Examiner Interview 

Applicant appreciate the Examiner's courtesy n uninhe.p a pei sored irstcrv ie\% at the 
l.'SP'K) -.sn S-;p:e nhei ' 2006. The comments set forth in the fcxaminer Interview Summary 
A-nr; , esedoAe : >n= the inu r\ lew are correct as to subject matte; discussed -hi the inter, ie*\ . 

UUhe inie u J j >toi i place l-. to v value? re ted , ; .in-., lain 

measured. As slated by the undersigned in the interview le <>roc \ err ai pages 40-41 

, k 1 !A iL^tUh , dv - * U N l N 

»,Vv< e > 40 -j application, starting ai the heading on p#ge-4®of 

- ^ J /AV:0 J . Methods> ". } 

Cofteetlbn of Specification Informality 

Ap;e I of h^ sp-.<e.-k-auon has been amended to remove the infcnhatiiy noted h\ the 
Examiner in the "Background of the Invention" section of the applkatioii, 

Claim Rejections ••• 35 VSC § 112 

Claims 1-14 have been rejected under the pro\ isions of 35 US< J S 1 ?„ second paragraph 
s being indefinite foj 1 ly point o nd d jetiy claim he subject that 

on n a i i v. v f t v 
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requested bused on ike minor claim ;eneidmenu> made herein to the claims, and the following 
considerations. 

As stated in MP.k.P. §§ 2173.01 and 2173.02 : 

ijundam ta » cipk ontt ie< w 35 ( U 2. « ? wars op& iv ? r applicants 
are their iccieographcrs. 7'hey can dedne ot ihc claim:; u a- a diey rcgacii as their invention 
essentially in whatever terms they choose s • long as aav special meaning assigned o a term is 
, , - w » ' t St i'JLi x < * 

! » v ^ « * ^ <>_ '^i,' a >" 

i S i/Vr; "a >? iw'kc/i proteetlo s ; f « 

>» S , Aatf, 439 F 2d 210, 10USPQ226 (C( 'PA I > }, a claim pun 
not be rejet ds ei ecai >c >f the type of language used a defii da >-u ect matter for \ hid 
patent protection is sought, 

Tht examiner'* foe us during examination of claims for compliance vdth the requirement 
?5 US.C 112 > - nh. is whetlu it claim n cts to threshold 

reqn > 1 tUs a cla i out precisi n not whethef man <st >le k >< tag , v les of 
^«<>, s ,„n». When he examiner is satisfied tha mtemabh wbh man 

! < < , t >n l'i a a , ' ' « <>' , < v <> 

subject matter, he or she should allow claims which define the patentable subject matter with a 
re asonabl e degree of particularity and distinctness. Some latitude in the manner of expression 
m > c on s > tl '< t" d > \ i c v < ' < 

LU . !t „ c > f < if - C <' ,<i< - ' 

fmprcw he cla v or prcctdo <. <\t e. ! ect claims or insts o 

their own preferences if other modes of expression selected by applicants satisfy the statutory 
"V 1 
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As seen above, claims 1-3 have been amended to insert a comma before the recitation 
of the phrase "and a surfactant (B>... to help clarify that the surlaciatu is not pan of the derived 
monomer. 

v 5 bob celled and its limitations < i g claims 1-3 

A , a I ' -> 1.1 t < <. ) 

Claim Rejections - 35 102 

Claims 1-14 have been rejected under the provisions of 35 USC § 102(h) as being 
anticipated by Bxmig et at US *766 (US 5,167,766). Reconsideration and withd a* oi a is 
rejection is espec ec ested based on the following considerations. 

"A claim I- r v f each and every elei ent as se 1 I i is found, 

cither c\pressh or inherently - > „d iu a single prior art referent " ' -> . < - v. 
I >ik u ( n k \ v Ji 'b> >i * 14 F.2d 628, 631,2 USPQ2d 1 05 1 , 1 053 (Fed. Cir. 1987), '- When 
a churn c:^c;.n .-ra! smictures or compositions, either geneneally or at- dmm.iih c-:. iho Plains 

v ; < . . ■> >s _ \ ^ w ^ t ,x !) v i 

known m the prior art." Brown k 3M, 265 F.3d 1349, 1351, 60 US?Q2d 1375, 1370 (Fed. Cir. 

lust be shown in as con ik-to dctai ; contained 
claim/' Richardson v. Suzuki Motor c > 868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 t Fed. Cir. 
% 5 I s most be is required by the claim, but this is no 
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verbis test, i.e., identity of terminology is not required. Ik re Bond, 910 R2d 831, 15 USPQ2d 
1506 i' Fed. Cir. lovim 

_ * 1 , < 

J \ S 00 » Oi pi.H, d i ^ ! ? 

less and a nonionic monomer having a SP of 26.6 or more. Based on this denVicnov in the 
n » *v«onv.e Le *amo is mta]v> \ 

as-claimed 

Moreover, the instant invention as claimed is o * * , < - - 

et al US 766 reference in terms of the weight ratios (weight %'s) of a nonionic. monomer 
mn ;ng i .^la >«ik> parameter (SP) of 20.5 or less, and a nonionic monomer having a solubility 
MdKH-. o ,Jw*in Iimk'u'J i^' ,iAi m " ev \ sutat.ons/ 
i i ihi otherw ise found m the cited Honig et al. US 4 766 reference. 
Accordingly, in support of the novelty of the claimed invention, the Examiner need only 
v v . n ' . v \.» r eianu 1 as it t>- amended herein to recite: 

I. A paper quality improver for papermaking, comprising a 
ccpoiymer \ havmg a constituent n derived < at least one 
m onie mr lomei having j d\i 1 ^ (MPs) 

or less and a; constituent unit derived from 1 least o anionic or 
ctdmnie o^ v and , \"\u ! n J, at a; t ^ o if d 

n *>ua ^ ? m. . m M 0s i o' ■ , ,i . ' ^ 

(i) standard improved bulky value: 0.02 g/ond or more; 
idista J, ; rd re,pjc>ved opacity: 1.0 poim or meret and 
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\ t Aihu o ) e 

' v p'K^L- , \i ,nnhc' a\sw u^>c^: us em 1 
derived from east om nonionic unsaturated m< mmei - \ ng - 
^ ' c> r >0( MPs}' : or more; and 

wherein, as the contents of the constituent monomers, the 
copolymer (A) comprises: 

5 to 84% by weight of the no.nio.nie monomer having a 
solubility parameter of 20.5 (MPa} !/2 or less, 

1 \ ^ ^ > ! i i i K N - ' 

catbnie monomer, and 

15 to 94% by weight of the nonm? 
- ' „ no in o\ , i- a . t < % o %i?% < mem 

More particularly, U is clear that upon reviewing the above claim !, many of tile 
>; , ets c ( therein are not found in the teachings and/or examples of the cited Honig et 
al. US '766 reference (including those limitations set forth in the final wherein clause of 
mstamb amended claim 1) 

Based on the above considerations, withdraw of the oots* ^ , . cv no- rejection of 
claims 1% r i o s ;s respecimliv requested at pi owns 

Claim Rejections - 35 USC § 103(a) 

i Mm * to m > 

llon»si * a! v ^ , * >< lOmlotk > * ^ ^e " u 

e \ ,\ % ^ > 1 i i uc _ 
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Claims 1-14 have been rejected under the provisions of 35 USC § 103(a) as being 
--'v , ». « \\ n „ I s "St K S - -i> ~8"M in view of Honis et at US 4 766, and in farther 
view of liayksek. 

Claims 1-14 have been rejected under the provisions of 35 USC § 103(a) as being 
anticipated by Ryles et at US '808 (US 5, ! 71,808}, in view of iloaig et a I. US 4 7<>6, and in 
further view oflfaylocfc. 

I x v of eac! ot these re s < < 

O . aU v 

i is! es ee has c re ia i us >e i 
there nntst be some y ion oj motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art; to n odifi t < ei 

v " m Second there must be a reasonable expectation of success. Finally, 
die prior art reference for references when combined) must teach or suggest all the claim 
limitations. 

v s m make the einmcd eon^ natv 

xpeeta >n d ceess i t \\ ound in the prior ai no c s disclosure 

-~I _ i- >Q2\ 1438 (Fed Ctr 19915 

'There ate three possible sources for a motivation to combine references: the nature of 
dvrm-hfem > v> a*, c ^ < ^ nthe prior ait. am v >. , . m o > .r 
skill in the art'hfe re Roaffet, 149 F.3d 1350, 1357, 47 USPQ2d 1453, 1457-58 (Fed. Cir. 1998) 
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(The con? bin 31 cs of dx ». c ? ? ci e c , 

v> , >\\ t 10 1 u iM Ms J s ! 

improper.). The level of skill in the art carnot o v .e > >.z ' . to 

combine references. Al-Sise Corp. v. I A / hit'/ he, 174 F.3d 1308, 50 USPQ2d 1 161 (Fed, Cir. 
1999). 

i ?riei te Patent 0 c bvionsne* he 

istanc i t vy tc seen wheth or no the e i i s v pea? 
sufficient for one of ordinary skill in the relevant art having the reference before him to make the 
proposed substitution, combination, or other modification." In re Linter, 458 F.2d 1013, 1016, 
173 1.ISPQ 560, 562 (CCPA 1972). 

Obviousness can only be established by combining or modifying the teachings of the 
prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so hvmd either explicitly or implicitly in the < ences thems es or is It 
knowledge generally available to one of ordinary skill in the art. "The test for an. implicit 

s 3 x \ ^ ■>] 1 v ^ i " S i » ! ! f ! < 

iihne-oH v. v * ohed as a whole would have ^ mc ! ^ o * v t U 
the art " In re KotzaS, 21.7 F 3d 1305, 1370, 55 USPQ2d 1313, 1317 (Fed. Cir. .2000). See also h 
re Lee, 277 F.3d 1338, 1342-44, 01 USPQ2d 1430, 1433-34 (Fed. Cir. 2002} (discussing die 

I ,v 1 ! "v. ^ v HAP Hi ^ * w ,X 

{ «. N ' 1 * ' N l 02u d 1 

> , « un 9SST2t 211 SPQ2d Mi iFct C i 1992} 
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Dminaiom (her t he Cited Art 

As indicated above, tk eiied Imr a a! l> *"oo m fa, nee ?s neapahe m ar temamig 
the instant raven ion as- claimed In this respect t is a so s ih i ed ths one o le insianth 
cited references (Honig et a). US '766, Honig US '783, Haylock or Ryies e! a US '808) is 
capable , tan inves ion *s claim - I such 

n combination 

no motivation to arrive at the instant invention as claimed, and moreover, because the instant 
invention has associated therewith une^-eied 5 ancc-i-* msmN thai arc no *.a\ 
en fere 5 - is the cited art of record. 

Regarding me former point, it is again noted that none of the cited art references teach or 
disclose or provide for an Example of a copolymer that is made from a t m-fmi e; n a m < o .u 
onomerha\ ; so oil « >arameier (SP) of 20.5 or less and andnionic monomer having a 
SF of 26.6 or more. No motivation is provided in any of the cited art references to arrive at 
t s , x , u «o li n tort k i wo ^ n,\ itstu; . a** ^ o':ioio\\,!" 
\ k - _\ - v. mi as claimed is d - . 

< encesi . ! ^ ~ Honig US "783, Haylock rRylesc a S 8 j s o 

theses a.- ^o\.'n of a nonionic raonome N 1 

20.5 or less, and a oonionic monomer having a solubility parameter (SP) of 26.5 or more, that 

otherwise found it in any of the cited references of record being relied upon by the USPTO to 
so < me _ mjecnons o ihe ciuino; muk-r 35 i SC <; i r \3.l 
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>^ \ < <■ i , i - 

especially with regard to the unexpected property ol a. ,u m ... - * - u £> » see 

Tables 4-6 in the instant specification at pages 39, and 42-43 of the instant specification). 

More particularly, the following points of distinction are noted based on the unexpected 
-)M x : - o - a nag. ^ h at are a^ocia*ed w ith th. list an' \, \ <« a- ~ ^ 

I) .,4s to Pending Claim 1 

In Table S of the specification (seepage 42), the products of the invention !-! to 1-9 and 
eomparative products 1-2 and 1-5. (in Table 5), all have B- l,,assuri he u a u j,8j . 

The products of the invention 1-1 aad 1-2 are examples t ot < g • npniopic 
monomer having a solubility parameter (S?) of 26.6 or more, and these examples are inferior in 
burst index as compared with the products of the invention 1-3 to 1-9 that include a nonionie 
monomer having a SP of 20.5 or less and a nonionie monomer having a SP of 26.6 or more. 

:ko*i*\ comparative products i-2 to 1-5 {in Table 5) are com\ arat vo ; - s no; 
including a nonionie monomer having a solubility parameter (SP) of 20,5 or less. These 
ov.uvlew 1 j\ ^ T>- cs of ouf\ d(.as>L>, br ghtness .a-c op. v . v 1 ^.m 

products of the invention .1-3 to 1-9. 

2} As > Pi • fig On m S 

in Table S t the Examiner is invited to compare products of the invention 1-3 and 1-12 to 
i-KS v j i the omaacis of the -mcu^n to 1-20. ail o mo V- - w\\ ' . V 

fhe product of hue invention 1-18 contains a cationic surfactant CB). The product of the invention 
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1-19 has ui; i Kiu a; uctam and ihe product of the {mention 1-20 ha* an anionic 
surfactant. It can be seen by reviewing Table 5, thai the products of the invention 1-19 to 1-20 
ilj s t ,v "u^jI U > i^ntjon 1-3 ( io!-U iol-H 

3,1 /1 5 to Ckmn 9 

In Table 2 of the specification, the surfactants B-T 8-2, B~4 and B-5 are within the 

l < 1> ^ - as gee.. th wn . _ _ ' 

In Table 4, the Examiner is also invited to compare nrsul s :l>: no ii * is, ^ hk n t ft or 3 
(containing B-3), with those of the products of the invention 14 and 15, both of which have A-3 
as copolymer (A) and contain B-4 or B-5 as surfactant (B). 

The product of the invention .1.3 (in Tabic 4) is inferior in eac ofsta ( a nproved bulky 
value, standard improved brightness, and standard improved opacity than are the products of the 
invention 14 and 1.5. 

4} As to Claim 19 

In Table 5, the Examiner is also invited to compare the products of the invention 1-3. 1~ 
12, 1-13 and 1-18 to 1-20 with The products of the invention 1-14 to 1-17, ah of which have A-3 
as copolymer (A). Each of the products of the invention 1-3, 1-12, 1-13 and 1-18 to 1-20 
cxhmn jLH^ s 1 -* 

surfactants 8-4 lo B-7. which are f waser-soluhle s , . „ ^ ^ >> ^ ;e ? in 
iudex. 
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5} As to Claim IS 

\ \\>l -» ^ \ ^ \ ! is i ' * O U > I 

the products of the invention 1 to 2, all of which have B-l as Surfactant (B). The products of the 
veMion I to 2 ecited in nev* claim 15, 

v. » - vu'uon 1 to 2 are * w> ! <■ s 

m 26.6oi more, 

Comparative product 5 is an e> in pie not indue N f 

aolu m u> paramo r (SP) of 20.5 ot less 

The products o f the invention 1 to 2 and comparative product 5 are outside of the range 

f v ,\ - s nos ed ratio in bum index (as recited in new claim i5). 

Even products of the invention having both of a uonionic mononte; biiv n| a SF of 20 5 
or less and. a nonionie monomer having a SP of 26,6 or more, the products of the invention 14 to 
17 c i specif non-water-soluble (B) »ji . • 

s -luodajo unproved ratio in burst index (as recited in new claim 15). 

6) As to Claim 16 

In lable i x s, i led to t u ^n-d. * ■* \ 

7, all of which have the same monomer and dose molecular weight. A-3 is outside of the 
Rst v< , e claim 1C 

In Table 4, ihe Examiner is invited to compare the products of the invention 4, 6 and 7, 
c Ki ' M B-l > ' * - 1 'sv p v. hU nt t f s. >nt ». i 5 ^ " 1 sSKs . i %. 

raaac m icv. dwm ^6 fhv \ "iieMptoducts of the invention 4 (k,\ * - x - n' \ - ah of 
5 ky •< ie standard improved brightness, standard impr,u v v. om\ aw and 
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the former are also equal to or excellent in standard improved ratio in burst index when 

recited range - 1 i : a r 
/j ,4 s ^ Oa//H 17 

n i able I, ihc i \atmno ^ u woe to sec that the , o; - > ^ 

7, , >f ■> the same monomer and close molecular weight, however, A-5 and A~6 are 
\ to, « - . v » n new claim 17. 

In Table 4, comparing the products of the invention 4 and 7, which use 8-1 as surfactant 
(B), with the product of the invention 5 and 6, which are outside of the claimed range, in new 
claim l(>. The former (products of the invention 4 and 7) are more excellent in standard 
improved ratio in burst index than the later (product of the invention S and 6). 

Accordingly, based on the above test results reported in the instant specification, it is 
clear that ah of the pending claims have associated tfv.ev, > ; . evtw - a*k ..wart vv is 
properties that are not possessed by the cited art of record, whether such references are 
; <>;;M,k>rcd , or in combination 

u acb i ted results is 3 

v \ 148 

USPQ 459 (1966). 

For the Examiner's convenience, a copy of Table 1, Table 2, Table 4 and Table 5 from 
the instant spes. i\-u'io«i u e^ch reproduced below. 
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ii n einarks presented « N < be espeetfulh 

request to issue j notice of alio* arco <n the natter n t ;~* i ^tJt . n\s , no - cb v s foste 

" ^"d6 24 isalhs^ t „ i 5 • - '< . orouaons 

of ! iik- 35 of Hie I ruled Slates ( ode. 

v , , , ,e l matter* thai nwvC to be resolved in the present 

- > * 2\ j s , i l < ,s us} - u L . ■> ed to contact Johr A (i >yb • \o V ^ * 
at the telephone number of the undersigned below, to conduct an interview u an effort to 
x ! v v ,. i ( ^ 'i. M 'u * aopheat on 

to charge payment or credit any overpayment to Deposit Account No. 02-2448 for any additional 
fees required under 37.C.F.R. §§1,16 or 1.14; particularly, extension of time fees. 

Dated: September 18,2006 Respectfully submitted, 



By. _ ;.. ; If 

John We Bailey 
Redsiratton No.: 32£g] 

1! SI1 W \P i . Ka>1 \sc 1 ,v BIRCH, LLP 
8110 Gatehouse Rd 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 
(703) 205-8000 
Attorney for AppHcans, 
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